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Deci si on on Modtion
for Additional Discovery

! The real party in interest is Lawson-Henphill, Inc. for
bot h invol ved patents.

2 The real party in interest is Zellweger Luwa Ag.
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On Novenber 23, 1999, a decision on prelimnary notions was
rendered in this case. (Paper No. 54). On March 1, 2000, junior
party Nevel served its case-in-chief priority testinony.

On April 17, 2000, junior party Nevel et al. filed a
m scel | aneous notion (Mdtion No. 8) for seeking additional
di scovery under 37 CFR 8§ 1.687(c), relating to “inventorship of
Senior Party Hoeller’s application which is involved in the
subject Interference.” According to party Nevel, (1) it recently
di scovered i nformation which strongly indicates that the stated
sol e inventor of senior party’s involved application is actually
only one of three joint inventors, and (2) whether or not the
defect in inventorship was intentional remains to be discovered.

Party Nevel requests the setting of a period for filing
m scel | aneous notions under 37 CFR § 1.635 for additional
di scovery under 37 CFR § 1.687(c), if necessary, so that this
notion can be considered. The request is dism ssed. The setting
of such a period is not necessary here, where the notion for
addi ti onal discovery has already been fil ed.

The notion for additional discovery is denied, because party
Nevel did not set forth a prima facie case of why it is entitled
to the relief sought. In particular, the evidence submtted by
party Hoeller did not establish a threshold | evel of suspicion
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sufficient to justify, in the interest of justice, additional
di scovery to explore inventorship i ssues concerning party
Hoel l er’ s invol ved and benefit cases.

Party Nevel states that in a “correspondi ng” Japanese
patent® of the senior party, two inventors are listed in addition
to the sole inventor listed on the senior party’ s invol ved
application. Party Nevel further refers to this Japanese patent
as “the Japanese counterpart to Senior Party Hoeller’s subject
application and parent patent.”* On the basis of the different
i nventorship named in the Japanese patent, party Nevel asserts
that Robert Hoeller is “apparently not the sole inventor of
Senior Party Hoeller’s clained invention of the subject
application and/or its parent applications, contrary to
M. Hoeller’s declaration of inventorship,” and alludes to
“possi bl e i nequitabl e conduct” on the part of senior party

Hoel | er.

3 Japanese Patent No. 2747451.

4 It is not altogether clear what is neant by party Nevel
as a “corresponding” or “counterpart” application, but it is
represented that the Japanese patent clains priority to the sane
Swi ss patent application fromwhich party Hoeller’s invol ved
application in this interference clains priority benefit.
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Party Nevel did not address whether Japanese patent |aw
prohibits the inclusion of nultiple clains the inventions of
whi ch are made by different inventive entities. In a U S. patent
application, not all of the nanmed inventors in an application
need to have nmade a contribution to each claim Perhaps that is
al so the case in a Japanese patent. |If that is not so, it was
i ncunbent on party Nevel to bring that out as a part of its prim
facie case. Party Nevel also did not address whether the
Japanese application discloses and/or clainms sonething other than
that which is disclosed and/or clainmed in party Hoeller’s
i nvol ved application. Even assuming that there are common
clai ms, the Japanese patent may be claimng additional material.
Party Nevel did not set forth sufficient factual basis to
denonstrate that one shoul d expect the named inventorship to be
t he sane between Hoeller’s involved application in this
interference and the Japanese patent. Even assum ng that
i nventorship should be the sane between party Hoeller’s invol ved
application and the Japanese patent, party Nevel has provided no
reasonabl e basis to suspect that it is party Hoeller’s invol ved
application in this interference and not the Japanese patent

whi ch naned the wong inventor(s). If it is the Japanese patent
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whi ch naned the wong inventor(s), that is sinply of no nonment in
this interference.

Party Nevel is nmuch too quick to presune a mstake in
i nventorship, and nuch nmuch too quick to raise the specter of
i nequi table conduct. On this record, nothing has been
denonstrated which is even renpotely close to inequitable conduct.
In light of the directive in 37 CFR § 1.601 for construing the
rules to secure the just, speedy, and inexpensive determ nation
of every interference, “fishing expeditions” will not be condoned
and “witch hunts” will be aggressively quelched. Here, party
Nevel s notion is a fishing expedition with respect to the
inventorship issue and a witch hunt with respect to the issue of
possi bl e i nequitabl e conduct.

Finally, party Nevel has not explained why it could not have
earlier uncovered the sanme information. It has not been nade
known when t he Japanese patent was published, and why with
reasonabl e efforts party Nevel could not have | ocated the
Japanese patent earlier.

Because party Nevel’s notion does not set forth a prim
facie entitlenment to the relief requested, this decision is made
i ndependent of party Hoeller’s opposition to the notion and we

need not consider any reply to Hoeller’s opposition.
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Party Nevel’s M scel |l aneous Motion 8 for Additional
Di scovery is denied, and it is

ORDERED t hat party Nevel may not re-file this notion to
bring forth additional evidence for consideration. 1In the
interest of securing a just, speedy, and inexpensive
determ nation of every interference, we will not permt in this
interference a second bite at the apple where a party squandered

the first; and
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FURTHER ORDERED t hat a copy of this decision, as is,® wll
be posted on the Interference Trial Section's Wbsite |ocated at®

htt p//: ww. uspt o. gov/ web/ of fi ces/ dcom bpai/its.

Fred E. McKel vey, Senior )
Adm ni strative Patent Judge)

)
)
)
)
Ri chard E. Schafer )
Adm ni strative Patent Judge)
)
) BOARD OF PATENT
) APPEALS
) AND
Jameson Lee ) | NTERFERENCES
Adm ni strative Patent Judge)
)
)
)
)
Ri chard Torczon )
Adm ni strative Patent Judge)

5 Al t hough junior party Nevel objects to publication of
this decision in a formwhich reveals its identity, its two
i nvol ved cases are both issued patents, and thus the objection is
overrul ed.

6 Seni or party Hoeller, whose involved case is an
application, has indicated in a tel ephone conference call wth
Judge Lee on May 1, 2000, that it has no objection to publication
of this decision, as is.



